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Design, the applicant may request that the publication of the design 
be deferred by up to 30 months from the date of filing or, if 
appropriate, the priority date. This does not delay the actual date of 
registration of the design. This provision allows designers in certain 
rapidly changing fields, such as fashion design, to keep their designs 
confidential until their release sometime after their conception. 
 
Deferred publication also allows the payment of the publication fee to 
be postponed; only a much reduced deferment fee is payable on filing 
until publication is requested. In the case of multiple design 
applications, the applicant may choose to defer publication of some 
designs and not others. 
 
The deferred designs can be published later en masse or at different 
times. Deferment of publication also gives a modest cost saving on 
filing the application. However, unless deferment is required for 
specific commercial purposes, we recommend that deferral is not 
requested for the following reasons: 
 
• any cost saving on filing is small, and the overall cost is higher 

owing to the need to pay the publication fee later, in addition to 
the deferment fee paid on filing. 

 
• accidental failure to pay the publication fee by the end of the 

deferral period can result in total loss of the registration. 
 
• infringement of the registration while publication is deferred will 

be actionable only if the infringement results from copying. 
 
3.9  DESIGN INDEPENDENT OF PRODUCT 
A Registered Community Design protects a design independently of 
any particular product. Although the application form requires the 
applicant to indicate the product to which the design is applied, this 
has no limiting effect on the scope of protection given by registration. 
Consequently, design proprietors who apply a common design to a 
range of products will be able to achieve significant cost savings. 
Also, they will be able to control unauthorised use of the design over 
the full range of possible products, even those which they do not 
themselves manufacture. This will be of particular value to designers 
of two-dimensional decorative patterns that can be applied to a wide 
variety of different products. 
 
4. SCOPE OF PROTECTION 
 
4.1  INFRINGEMENT 
Protection under the Community Regulation extends beyond precise 
reproduction of the design. The scope of a registration also extends to 
designs which do not produce on the informed user a different overall 
impression. 
 
In defining the scope of protection given by registration, the 
Regulation reflects two concepts introduced by the European Designs     
Directive, the “informed user” and “a different overall impression”. The 
Courts have interpreted the "informed user" as a user who has 
 experience of enough similar articles and who is reasonably descriminate.
 The informed user us considered able to appreciate enough detail to

decide whether a design creates an overall impression which has
individual character and whether an alleged infringement produces
a different overall impression. 
 
As to whether or not two designs convey different overall impressions, 
it remains difficult to indicate exactly how much difference will be sufficient 
for infringement to be avoided. This is a matter of impression to be 
determined in the circumstances of a particular case. As when considering
individual character, the overall impression given by a design 
must be judged in relation to the degree of freedom of the author.
 
4.2  EXCEPTIONS TO INFRINGEMENT 
Some acts, done for private, experimental or teaching purposes, are 
not regarded as infringements of a registered design under the 
Regulation. Also, designs incorporated in equipment on, or spare 
parts for, ships or aircraft which are registered in another country and 
are temporarily in the European Community will not infringe. 
 
The new law expressly provides for the exhaustion of the rights in the 
registered design in relation to products placed on the market in the 
European Community with the consent of the registered proprietor. 
Such products can be brought into the United Kingdom or any other 
EU member state without infringing any Registered Community 
Design. 
 
An important exclusion, particularly in connection with motor vehicles, 
is that a registered design cannot be used to prevent the repair of a 
complex product by restoring its original appearance. The new law 
allows registration of such components, but restricts the enforcement 
of the resulting registration. Registration may nevertheless still have 
value in some circumstances. For example, while registration of a rear 
light unit for a car will not be enforceable to prevent the supply of 
similar light units for repair purposes, it will be effective to prevent 
another car manufacturer from adopting a light unit of similar 
appearance. It should also be borne in mind that a registered design 
can last for twenty-five years, during which time arguments concerning 
the protection to be afforded to spare parts will no doubt continue, and 
might possibly be resolved in favour of allowing enforceable protection 
of spare parts. 
 
Some manufactures may, therefore, wish to register the design of spare 
parts (and in particular motor vehicle body panels and other components, 
such as light fittings, which are prone to damage), in the hope that the law 
may change so as to enable them to enforce their rights against infringers. 
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4.3  CONTRIBUTORY INFRINGEMENT 
There is no provision in the Regulation which expressly enables a 
registered design to be enforced against, for example, the 
manufacturer of a mould for a product made to the design, or a kit of 
parts for assembly into a product incorporating the design. 
Consequently it will prove to be difficult to use a Community design 
registration to curtail the activities of those who initiate the 
infringement of the registration, but do not make the eventually 
infringing product. It may be possible to prevent such activities by 
invoking common law principles relating to conspiracy or inducement 
or, in some EU countries, laws relating to unfair competition. The 
experience of decided cases will be needed to clarify the extent to 
which these possibilities can be used successfully. 
 
 
5. MISCELLANEOUS 
 
5.1  CLAIMING PRIORITY 
The EU is not a party to the Paris Convention. However, Article 41 of 
the Regulation permits priority claims from Paris Convention 
members, World Trade Organisation (WTO) countries and countries 
which offer reciprocal priority rights. 
 
5.2  CANCELLATION AND INVALIDITY OF 
REGISTRATION 
Under the Regulation, a registered design can be cancelled only at 
the request of the proprietor. Any person interested, however, may 
apply for a declaration of invalidity. Such an application may be 
based, generally speaking, on any of the grounds on which 
registration could have been refused. Some grounds are available 
only to those directly affected, for example in the case of improper 
use of armorial bearings. Interestingly, a declaration of invalidity may 
be obtained for a design which involves the use of a “distinctive sign” 
if that sign is the subject of enforceable rights in the Community or 
any member state. Thus, the owner of a registered trade mark (or 
even an unregistered trade mark), may seek a declaration of invalidity 
on a registered design which embodies or includes that trade mark. 
This may have particular relevance to trade marks consisting of the 
shapes of products. The proprietor of the registration may apply to 
modify the registration in order to avoid the grounds specified in the 
application for invalidity. Even a successful application for a 
declaration of invalidity will not cause cancellation of the design. 
Instead, the registration will simply be declared invalid. This 
declaration will normally have effect ab initio, but OHIM has discretion 
to allow the declaration to have effect from some other date. 
 
5.3  RENEWAL FEES 
The renewal fee due date for a Community Registered Design will fall 

on the fifth, tenth, fifteenth and twentieth anniversaries of the filing 
date of the application, even if priority is claimed. 
 
 
6. UNREGISTERED COMMUNITY 
DESIGN RIGHT 
 
As mentioned previously, the unregistered Community Design Right 
applies to designs created and disclosed after 6 March 2002. To 
qualify for unregistered design right protection, a design must be new 
and have individual character as for registered designs. However, 
unregistered design right lasts only for three years and provides only 
a limited monopoly in that it can only be used to prevent or stop 
unauthorised copying of a design; independent creation cannot be 
precluded. As with any unregistered rights, the burden of proof of 
copying can be onerous and expensive to show in Court and 
therefore we would always advise a client to obtain registered rights 
where possible. 
 
 
7. COSTS 
 
The cost of filing an application for registration of a Community 
Design, including official fees and attorney fees is of the order of 
£600-750, assuming the application covers a single design and no 
deferment of publication is required. Additional costs will arise if 
drawings or photographs need to be prepared. Additional designs 
covered in the same application will increase the cost by 
approximately £200 for each of the first nine additional designs, and 
approximately £135 for each subsequent design. 
 
 
8. THE ADVANTAGES OF THE 
COMMUNITY DESIGN SYSTEM 
 
The Community design has unitary character and therefore has equal 
effect throughout the EU. This means that one application leads to a 
registration having effect in all member states of the EU. The
registration, transfer, surrender, invalidity or prohibited use will always be 
for the entire EU. Although a Community design right can only be assigned 
as a whole, the right may be licensed for part or all of the Community. 
The cost savings are an obvious advantage; a Community Registered 
Design will be far cheaper than obtaining independent national rights.
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